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DETAILED ACTION 

1 . This action is responsive to the application filed 7/2/03. Acknowledgment is made of 
applicant's claim for foreign priority under 35 U.S.C. 1 19(a)-(d). The certified copy has been 
filed and received 7/2/03. 

2. Claims 1-22 are pending in the case. Claims 1, 3, 5, 10, 14, and 17, are independent 
claims. 

Claim Rejections - 35 USC § 101 

3. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, or 
any new and useful improvement thereof, may obtain a patent therefor, subject to the conditions and 
requirements of this title. 

4. Claims 1-22 are rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter. 

In reference to claims 1-22, the claims recite a set of mental processes or the manipulation of an 
abstract idea. The claimed invention as a whole must accomplish a practical application. That is, 
it must produce a "useful, concrete and tangible result." State Street, 149 F.3d at 1373, 47 
USPQ2d at 1601-02. However, State Street does not hold that a "useful, concrete and tangible 
result" alone, without a machine, is sufficient for statutory subject matter. The purpose of this 
requirement is to limit patent protection to inventions that possess a certain level of "real world" 
value, as opposed to subject matter that represents nothing more than an idea or concept, or is 
simply a starting point for future investigation or research (Brenner v, Manson, 383 U.S. 519, 
528-36, 148 USPQ 689, 693-96); In re Ziegler, 992, F.2d 1 197, 1200-03, 26 USP2Zd 1600, 
1603-06 (Fed. Cir. 1993)). Accordingly, a complete disclosure should contain some indication of 
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the practical application for the claimed invention, i.e., why the applicant believes the claimed 
invention is useful. 

Apart from the utility requirement of 35 U.S.C. 101, usefulness under the patent elgibility 
standard requires significant functionality to be present to satisfy the useful result aspect of the 
practical application requirement. See Arhythmia, 958 F.2d at 1057, 22 USPQ2d at 1036. Merely 
claiming nonfunctional descriptive material stored in a computer-readable medium does not 
make the invention eligible for patenting. For example, a claim directed to a word processing file 
stored on a disk may satisfy the utility requirement of 35 U.S.C. 101 since the information stored 
may be some "real world" value. However, the mere fact that the claim may satisfy the utility 
requirement of 35 U.S.C. 101 does not mean that a useful result is achieved under the practical 
application requirement. The claimed invention as a whole must produce a "useful, concrete, and 
tangible" result to have a practical application. 

Claim Rejections - 35 USC §112 

5. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 

6. Claims 1, 3, 5, 10, 14, and 17, are rejected under 35 U.S.C. 112, first paragraph, as 
failing to comply with the enablement requirement. The claim(s) contains subject matter 
which was not described in the specification in such a way as to enable one skilled in the art 
to which it pertains, or with which it is most nearly connected, to make and/or use the 
invention. 
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In reference to independent claim 1, The claim recites "comprising controlling a computer to 
address at least one predetermined element in a structured document, comprising the steps of: 
when the structured document having said at least one predetermined element addressed by 
predetermined addressing information is modified, inputting the structured document". The 
examiner is unable to distinguish between the use of the word 'addressing' as a verb and the 
word 'address' as a noun. It fails to provide one of ordinary skill in the art with a proficient 
means of recreating applicant's invention. Moreover, the phrase 'reading the analysis result from 
the memory; and updating the addressing information according to the analyzed modification so 
that the addressing information addresses at least one corresponding element' is vexatious and 
leaves one of ordinary skill in the art oblivious as to what is doing the reading and addressing. 
In reference to independent claim 3, 5, and 14, the phrase 'a second step of reading the 
operation sequences from the memory and changing operations in the operation sequence that 
are interpreted as a movement of a component into an operation of moving the component' fails 
to provide a complete description of the creation of the operation. The operation of moving the 
component leaves one to wonder how the component is being moved and where the component 
is being moved to. 

In reference to independent claim 10, the claim recites the phrase 'first processing of, when the 
structured document having the element addressed by predetermined addressing information' 
fails to distinctly claim the subject matter and would not provide one of ordinary skill in the art 
with a succinct step to perform the claimed invention. Moreover, the addressing information 
found in the phrase 'second processing of reading the analysis result from the memory and 
updating the addressing information according to the analyzed modification so that the 
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addressing information addresses at least..." is vexatious and leaves one of ordinary skill in the 
art with no idea of who or what is reading the information the analysis result and where the result 
is being read to. 

In reference to independent claim 17, the claim recites the phrase 'difference computation 
means for computing, when the HTML/XML document for which the annotation data has been 
made is modified, a difference between an unmodified version and a modified version of the 
HTML/XML document' includes incomplete thoughts and sentences. It is vexatious in nature 
because the steps are not complete. One of ordinary skill in the art would not have a proficient 
means of understanding or carrying out applicant's invention based upon the presently claimed 
language. 

Claim Rejections - 35 USC § 103 

7. The following is a quotation of 35 U.S. C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

8. Claims 1-22 are rejected under 35 U.S.C 103(a) as being unpatentable over Silva et 
al., US 2002/005409 filed 08/2001 in view of Fernandez et ah, USPN 6,785,673 filed 12/2001. 
In reference to independent claim 1, 5, Silva teaches: 

A method of generating robust Xpath expressions and selecting a node in transcodable 
markup transcoders (compare to "analyzing a modification and storing the analysis result in 
memory"). See Silva, paragraphs 0048, 0034, 0059. 
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Selecting at least two Xpath expression generation methods each method having a 
configuration for producing Xpath expressions which uniquely identify nodes in transcodable 
markup and generating a set of Xpath expressions for the selected node using the furthest 
selected Xpath expression generation methods (compare to "updating the addressing information 
according to the analyzed modification so that the addressing information addresses. .."). See 
Silva, paragraphs 0034, 0047, and 0057. 

Silva fails to explicitly state the addressing of at least one corresponding element or 
corresponding elements in the modified structured element; however, Fernandez teaches the use 
of redundant set of Xpath expressions and an intermediate representation of XML view queries 
called a view tree has been created that is general enough to express the XML mappings in any 
of these system. See Fernandez, column 3, lines 38-54. 

It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to include the feature of addressing at least one corresponding element or 
corresponding elements in the modified structured document because it would have provided the 
capability for mappings of relational data into XML that conform to arbitrary XML schemas, not 
just a canonical mapping of the relational schema. 
In response to dependent claim 2, Silva teaches: 

Resolving each Xpath expression in the set, the resolutions producing a set of candidate 
nodes; and identifying the selected node from among the set of candidate nodes based upon the 
Xpath expressions in the set resolving to the selected node more than any other node in the set of 
candidate nodes. See Silva, paragraphs, 0042, 0048. 
In response to independent claim 3, Silva teaches: 
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Selecting at least two Xpath expressions generation methods from the group consisting of 
a tag-specific methodology, an anchoring methodology and a cascading filtering methodology. 
See Silva, 0045, 0035, and 0065. 

In response to dependent claim 4, Silva teaches: 

Selecting at least two Xpath expression generation methods each method having a configuration 
for producing Xpath expressions which uniquely identify nodes in transcodable markup and 
generating a set of Xpath expressions for the selected node using the furthest selected Xpath 
expression generation methods (compare to "updating the addressing information according to 
the analyzed modification so that the addressing information addresses..."). See Silva, 
paragraphs 0034, 0047, and 0057. 

Silva fails to explicitly state the addressing of at least one corresponding element or 
corresponding elements in the modified structured element; however, Fernandez teaches the use 
of redundant set of Xpath expressions and an intermediate representation of XML view queries 
called a view tree has been created that is general enough to express the XML mappings in any 
of these system. See Fernandez, column 3, lines 38-54. 

It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to include the feature of addressing at least one corresponding element or 
corresponding elements in the modified structured document because it would have provided the 
capability for mappings of relational data into XML that conform to arbitrary XML schemas, not 
just a canonical mapping of the relational schema. 
In reference to dependent claim 6, Silva teaches: 
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A set of differing Xpath expression generators Xpath expression; an interface, and an 
Xpath generator processor. See Silva, paragraph 0034, 0048, 0067, and 0032. 

In reference to dependent claim 7 & 8, Silva teaches: 

Generating a set of Xpath expressions for the selected node using the further selected 
Xpath expression generation methods. See Silva, paragraphs 0047, 0048, and 0057. 

Resolving each Xpath expression in the set, the resolutions producing a set of candidate 
nodes; and identifying the selected node from among the set of candidate nodes based upon the 
Xpath expressions in the set resolving to the selected node more than any other node in the set of 
candidate nodes. See Silva, paragraphs, 0042, 0048. 
In reference to dependent claim 9, Silva teaches: 

Resolving each Xpath expression in the set, the resolutions producing a set of candidate 
nodes; and identifying the selected node from among the set of candidate nodes based upon the 
Xpath expressions in the set resolving to the selected node more than any other node in the set of 
candidate nodes. See Silva, paragraphs, 0042, 0048. 

In reference to claims 10-22, the claims recite similar limitations to those in claims 1-9, and 
therefore are rejected under similar rationale. 

Conclusion 

9. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. 



Application/Control Number: 10/612,786 
Art Unit: 2178 



Page 9 



USPN 6,848,079 



filed (5/8/06) 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Matthew J. Ludwig whose telephone number is 571-272-4127. 
The examiner can normally be reached on 9:00am-6:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
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